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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Penguin Books Limited

Granted to Date
of previous
extension

05/01/2011

Address 80 Strand
London, WC2R 0RL
UNITED KINGDOM

Attorney
information

Ronald S. Kadden
von Maltitz Derenberg Kunin Janssen & Giordano
60 East 42nd Street, Suite 2446
New York, NY 10165
UNITED STATES
rkadden@vonmaltitz.com Phone:212-661-1400

Applicant Information

Application No 85062344 Publication date 11/02/2010

Opposition Filing
Date

05/02/2011 Opposition
Period Ends

05/01/2011

Applicant Swartz Enterprises, Inc.
13106 Royal George Avenue
Odessa, FL 33556
UNITED STATES

Goods/Services Affected by Opposition

Class 009.
All goods and services in the class are opposed, namely: Children's educational software

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

561636 Application Date 09/27/1951

Registration Date 07/15/1952 Foreign Priority
Date

NONE

Word Mark PENGUIN

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class U038 (International Class 016). First use: First Use: 1940/00/00 First Use
In Commerce: 1940/00/00
BOOKS

U.S. Registration
No.

1448207 Application Date 03/06/1986

Registration Date 07/21/1987 Foreign Priority
Date

NONE

Word Mark PENGUIN

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1984/03/12 First Use In Commerce: 1984/03/12
PRE-RECORDED COMPUTER PROGRAMS

U.S. Registration
No.

3891389 Application Date 02/16/2010

Registration Date 12/14/2010 Foreign Priority
Date

NONE

Word Mark PENGUIN CORE

Design Mark

Description of
Mark

The mark consists of the designation "PENGUIN CORE" displayed in gray
letters except for the letter "O", which is displayed in varying shades of orange,
and the representation of a black and white penguin within an orange oval shield
with a black border displayed in the center of the letter "O" in the term "CORE".

Goods/Services Class 009. First use: First Use: 2010/04/30 First Use In Commerce: 2010/04/30
Downloadable software for use in editing book manuscripts

U.S. Registration
No.

2656258 Application Date 11/02/2001

Registration Date 12/03/2002 Foreign Priority NONE



Date

Word Mark PENGUIN

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1956/00/00 First Use In Commerce: 1956/00/00
Mail, telephone, and online ordering services featuring books in printed and
digital format, audiobooks, [ pre-recorded music, and pre-recorded audiovisual
works; ] providing information pertaining to applicant's business via a global
computer network
Class 038. First use: First Use: 1998/05/00 First Use In Commerce: 1998/05/00
(( PROVIDING ON-LINE ELECTRONIC BULLETIN BOARDS FOR
TRANSMISSION OF MESSAGES AMONG COMPUTER USERS
CONCERNING BOOKS, AUDIOBOOKS, AUTHORS, FILMS, TELEVISION
PROGRAMS, AND PUBLISHING ))
Class 041. First use: First Use: 1940/00/00 First Use In Commerce: 1940/00/00
Providing information via a global computer network pertaining to educational
curriculum programs and materials, [ films, television programs, ] instructional
activities, and publishing; providing [ online games and ] contests; publishing
services, namely, publication of books in tangible print and digital copies and
through electronic delivery; publication of audiobooks, [ pre-recorded music, and
pre-recorded audiovisual works ]
Class 042. First use: First Use: 1995/00/00 First Use In Commerce: 1995/00/00
PROVIDING INFORMATION VIA A GLOBAL COMPUTER NETWORK
PERTAINING TO BOOKS IN PRINTED AND DIGITAL FORMAT,
AUDIOBOOKS, AUTHORS, [ MUSIC, PRE-RECORDED AUDIOVISUAL
WORKS, MAGAZINES, AND COMPUTER SOFTWARE ]

U.S. Registration
No.

557412 Application Date 06/11/1951

Registration Date 04/08/1952 Foreign Priority
Date

NONE

Word Mark NONE



Design Mark

Description of
Mark

NONE

Goods/Services Class U038 (International Class 016). First use: First Use: 1940/00/00 First Use
In Commerce: 1940/00/00
BOOKS

U.S. Registration
No.

2666054 Application Date 11/02/2001

Registration Date 12/24/2002 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

The mark consists of a penguin, colored black and white, displayed within an
orange oval.

Goods/Services Class 016. First use: First Use: 1956/00/00 First Use In Commerce: 1956/00/00
HOUSE MARK FOR A FULL LINE OF FICTION AND NONFICTION BOOKS
COVERING A VARIETY OF SUBJECTS

U.S. Registration
No.

2690236 Application Date 11/02/2001

Registration Date 02/25/2003 Foreign Priority
Date

NONE

Word Mark NONE



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1956/00/00 First Use In Commerce: 1956/00/00
Mail, telephone, and online ordering services featuring books in printed and
digital format, audiobooks, pre-recorded music, and pre-recorded audiovisual
works; providing information pertaining to applicant's business via a global
computer network
Class 038. First use: First Use: 1998/05/00 First Use In Commerce: 1998/05/00
PROVIDING ON-LINE ELECTRONIC BULLETIN BOARDS FOR
TRANSMISSION OF MESSAGES AMONG COMPUTER USERS
CONCERNING BOOKS, AUDIOBOOKS, AUTHORS, FILMS, TELEVISION
PROGRAMS, AND PUBLISHING
Class 041. First use: First Use: 1940/00/00 First Use In Commerce: 1940/00/00
Providing information via a global computer network pertaining to educational
curriculum programs and materials, films, television programs, instructional
activities, and publishing; providing online games and contests; providing
information via a global computer network pertaining to books in printed and
digital format, audiobooks, authors, music, pre-recorded audiovisual works and
magazines; publishing services, namely, publication of books in tangible print
and digital copies and through electronic delivery; publication [ and ] * of *
audiobooks, pre-recorded music, and pre-recorded audiovisual works
Class 042. First use: First Use: 1995/00/00 First Use In Commerce: 1995/00/00
providing information via * a * global computer [ networks ] * network * pertaining
to computer software

U.S. Registration
No.

2034691 Application Date 09/13/1993

Registration Date 02/04/1997 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of NONE



Mark

Goods/Services Class 009. First use:
audio [ and video ] tapes, [ phonographic records, compact, audio and video
discs and motion picture films ] featuring music, dramatic works, books read
aloud, poems, stories, novels, literary works, films, documentaries or television
programs; books encoded in film/fiche form; audio [ and video ] recordings
featuring music, spoken word, animation or dramatic works, pre-recorded audio [
and video ] cassettes and cartridges featuring music, dramatic works, books
read aloud, poems, stories, novels, literary works, films, documentaries or
television programs; computer software for instructional and educational
purposes, [ for animated interactive multimedia stories, for ] studying, [ for time-
scheduling, ] for screen savers, for reading text-on-screen, for electronic books [
and computer utility software ]
Class 028. First use:
[ computer programs for games and for entertainment ]
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Ronald S. Kadden/

Name Ronald S. Kadden

Date 05/02/2011
































